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2a)S This action is FINAL. 2b)n This action is non-final. 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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5) 0 Claim(s) is/are allowed. 
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Claim(s) is/are objected to. 
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Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)nAII b)n Some * c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

1 . This action is in response to the amendment filed August 16, 2006. Applicant's 
arguments have been fully considered but are not persuasive to overcome all grounds 
of rejection. All rejections not reiterated herein are hereby withdrawn. This action is 
made final. 

Claims 1, 5-13, 15, 17, 19, 20, 22, 24. and 28-31 are pending. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1, 5-13, 15, 17, 19, 20, 22, 24, and 28-31 are rejected under 35 
U.S.C. 112, first paragraph, as failing to comply with the written description requirement. 
The claim(s) contains subject matter which was not described in the specification in 
such a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the claimed 
invention. This is a New Matter rejection. 

The specification as originally filed does not appear to provide basis for the 
amendment to the claims to recite a method of screening for modulators of RDGC 
GPCR phosphatase activity wherein the method includes providing a second sample 
containing a mutant rhodopsin lacking the last 18 amino acids at the cytoplasmic 
terminus, exposing the second sample to a test compound, detecting RDGC GPCR 



Application/Control Number: 09/463.733 Page 3 

Art Unit: 1634 

phosphatase activity in the second sample and comparing the level of RDGC GPCR 
phosphatase activity of the second sample with a first sample. 

In the response filed December 12, 2005, Applicants point to original claims 14, 
23 and 32 and to page 44 of the specification as providing support for this amendment. 

However, original claims 14, 23 and 32, refer to methods of screening for 
modulators of RDGC GPCR phosphatase activity wherein the assays include providing 
a second sample containing a mutant RDGC phosphatase. These claims do not 
provide support for the concept of performing the screening assay using a mutant 
rhodopsin. 

The specification at page 44 does disclose a mutant rhodopsin protein in which 
the COOH-terminal 18 amino acids have been deleted (i.e., Rh1A356). The 
specification (pages 43-44) also teaches an assay in which "RDGC was analyzed 
biochemically, physiologically, and genetically to determine its activity as a GPCR 
phosphatase." In these assays, transgenic flies expressing the truncated rhodopsin 
were analyzed, as were flies expressing wildtype rhodopsin. The specification reports 
that "(t)he truncated receptor was expressed in near normal amounts and the cells 
displayed normal light response. Rhodopsin was not hyperphosphorylated in Rhi A356 
flies." 

However, the specification does not disclose the use of the truncated rhodopsin 
mutant in methods of screening for modulators of RDGC phosphatase activity wherein 
phosphatase activity is compared in samples containing wildtype rhodopsin and 
samples containing the truncated rhodopsin. Regarding in vitro and in vivo assays for 
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modulators of RDGC phosphatase, the specification (e.g., page 22) teaches that the 
results obtained with rhodopsin and a test compound are compared to "control samples 
or animals without the test compound." There is no disclosure of using a control sample 
which contains the test compound and truncated rhodopsin. Accordingly, the 
specification as originally filed does not appear to set forth the concept of comparing the 
results obtained with samples containing wildtype rhodopsin to samples containing 
mutant rhodopsin lacking the last 18 amino acids at the cytoplasmic terminus, to 
thereby identify modulators of RDGC GPCR phosphatase activity. 
Response to arguments: 

In the response. Applicants state that the previous Office action indicates that 
"although mutant rhodopsin is disclosed in the application, there is no support for using 
a mutant rhodopsin in the screening assays of the invention." Applicants point to pages 
25, 32, 35 and 44 as teaching that rhodopsin can be used as a GPCR, that the GPCRs 
used in the assay may be a mutant GPCR and that RH1delta356 is a mutated 
rhodopsin in which the C-terminal 18 amino acids have been deleted. 

Applicant's arguments have been fully considered but are not persuasive. 
Applicants characterization of the basis of the rejection is not correct. The rejection is 
based on the finding that the specification as originally filed does not appear to provide 
support for the concept of methods of screening for modulators of RDGC phosphatase 
activity wherein phosphatase activity is compared in samples containing (wildtvpe) 
rhodopsin and samples containing the truncated rhodopsin . The specification teaches 
screening methods in which the results obtained with a test sample are compared to 
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those obtained with a cxDntrol sannple or animal that does not receive the test compound 
(see, e.g., page 22), It is also agreed that the specification provides basis for the 
concept of screening for modulators of RDGC GPCR phosphatase activity in which a 
mutant rhodopsin is used as a substrate for RDGC phosphatase. In the case of the 
mutant rhodopsin lacking the C-terminal 18 amino acids, this mutant rhodopsin is 
missing the residues which become phosphorylated and thereby the mutant rhodopsin 
is not hyperphosphorylated. However, the specification does not teach the concept set 
forth in the present claims of performing screening methods in which the results 
obtained in a sample containing the truncated rhodopsin are compared to results 
obtained in a first sample containing rhodopsin, and based upon this comparison, 
detecting RDGC GPCR phosphatase activity in order to identify a modulator of RDGC 
GPCR phosphatase activity. 

The following is a new ground of rejection necessitated by applicant's 
amendments to the claims: 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 9-13, 15, 17, 19, 20, 22 and 31 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claims 9-13 and 22 are indefinite over the recitation of "the sample" because this 
phrase lacks proper antecedent basis. While the claims previously refer to a "first 
sample" and a "second sample." the claims do not previously refer more generically to 
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"a sample." Accordingly, it is unclear as to whether "the sample" is intended to refer to 
the first sample, the second sample or both the first and second sample. 

Similarly, claim 31 is indefinite over the recitation of "the animal" because this 
phrase lacks proper antecedent basis. While the claim previously refers to a "first 
animal" and a "second animal," the claim does not previously generally refer to "an 
animal." 

Claims 15, 17, 19, 20 and 22 are indefinite and vague because the claims are 
drawn to methods for screening a cell for modulators, however, the claims recite only 
steps of assaying samples for RDGC GPCR phosphatase activity. The claims do not 
specifically analyze any particular cells and do not set forth the relationship between the 
samples and cells. Thereby, the claims do not recite a clear nexus between the 
preamble of the claims and the method steps of the claims and do not clarify how the 
analysis of samples results in the screening of a for modulators of RDGC GPCR 
phosphatase activity. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Caria Myers whose telephone number is (571) 272- 
0747. The examiner can normally be reached on Monday-Thursday from 6:30 AM-5:00 
PM. A message may be left on the examiner's voice mail service. If attempts to reach 
the examiner by telephone are unsuccessful, the examiner's supervisor. Ram Shukla. 
can be reached on (571)-272-0735, 

The fax phone number for the organization where this application or proceeding 
is assigned is (571 )-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at (866)-217-9197 (toll-free). 
CarIa Myers P| ^ . 
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